TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

Mark C. Wedner appeals fromthe final rejection of
claims 1 through 11 and 13 through 26, all of the clains
pending in the application. W affirmin-part.

The invention relates to “basketball backboards and, nore

P Application for patent filed February 18, 1994.
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backboard cover”

A copy of the appeal ed cl ai ns

appears in Appendix A of the appellant’s main brief (Paper

10) .
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Clainms 1 through 11 and 13 through 26 stand rejected as

foll ows:

a) clainms 1 through 3, 6, 8 and 11 under 35 U.S.C. 8§

102(b) as bing anticipated by Puste;

b) claim4 under 35 U . S.C. 8 103 as bei ng unpatentabl e

over

Puste in view of Anglin;
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c) claim5 under 35 U . S.C. § 103 as being unpatentable
over Puste in view of Henrich;

d) claim7 under 35 U . S.C. § 103 as being unpatentable
over Puste in view of Bardin and Tonpkins;

e) claim9 under 35 U . S.C. § 103 as being unpatentable
over Puste in view of Wodruff;

f) claim 10 under 35 U. S.C. §8 103 as bei ng unpatentabl e
over Puste in view of Msgoffian; and

g) clainms 1 through 11 and 13 through 26 under 35 U S.C

8 103 as being unpatentable over Hrsch in view of Zaruba,
Wet zel , Johnson, Puste, Anglin, Bardin, Msgoffian and
Henri ch.

Ref erence is nade to the appellant’s nmain and reply
briefs (Paper Nos. 10 and 12) and to the exam ner’s answer
(Paper No. 11) for the respective positions of the appellant
and the examner with regard to the nerits of these
rej ections.

Puste discloses a fabric cover for a toilet tank. The
cover 13 includes portions 16, 17 and 18 for respectively

overlying the front, side and bottomwalls of the tank 11, a
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circular opening 14 for allowi ng a plunger handle 15 to pass

t hrough the cover, a central notch 23" for accommopdating a
drain pipe 12, and tapes 21 having ends 22, 25 for tying about
the rear of the tank and the drain pipe to secure the cover in
pl ace.

Wth regard to the standing 35 U S.C. §8 102(b) rejection
of claims 1 through 3, 6, 8 and 11 as being anticipated by
Puste, it is well settled that anticipation is established
when a single prior art reference discloses, expressly or

under principles of

i nherency, each and every el enent of a clainmed invention. RCA

Corp. v. Applied Digital Data Sys.. Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. Cir. 1984).

The explanation of the rejection in the answer (see pages
3 and 9) indicates that the exam ner’s determ nation of
anticipation relies heavily on principles of inherency. The
appel  ant contends (see pages 19 through 21 in the main brief)

that the exam ner’s analysis is unsound because Puste does not
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nmeet the preanbular recitations in the clainms (i.e.,
i ndependent clains 1 and 11) calling for a renovabl e backboard
cover or the limtations in the clains (i.e., claims 1 and 11)
requiring the cover to have one opening in its central
portion.

As conceded by the appellant (see, for exanple, page 5 in
the main brief), the clainms in question are directed to a
renovabl e backboard cover per se, and not to the conbination
of a cover and a backboard. The appellant has not cogently
explained, nor is it evident, why the cover disclosed by Puste
is not inherently capable of use as a basketball backboard
cover, thereby neeting the preanbular recitations in the
claims. Simlarly, the appellant has not cogently expl ai ned,
nor is it clear, why the central notch 23" in Puste’'s cover is
not inherently capable of permtting a rimattached to the
front face of a backboard to project therethrough as recited
in the clains. Although the Puste cover does include a second
opening 14, the clains do not contain any limtation which
excludes or is otherwi se inconsistent with this second

opening. In this regard, the clains are not, as submtted by
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the appellant, limted to a cover having only one openi ng.

Thus, the appellant’s position that the subject matter
recited in clainms 1 through 3, 6, 8 and 11 di stingui shes over
t he cover disclosed by Puste is not persuasive. Accordingly,
we shall sustain the standing 35 U.S.C. 8 102(b) rejection of
t hese cl ai ns.

We al so shall sustain the standing 35 U . S.C. § 103
rejections of claim4 as being unpatentable over Puste in view
of Anglin, claim5 as being unpatentable over Puste in view of
Henrich, claim7 as being unpatentable over Puste in view of
Bardi n and Tonpkins, claim9 as being unpatentable over Puste
in view of Whodruff and claim 10 as bei ng unpat ent abl e over
Puste in view of Mosgoffi an.

These dependent clainms recite various expedients for
securing the clainmed cover in place. The secondary references
show t hese expedients to be conventional and well known.

Their sel f-evident advantages justify the exam ner’s
conclusion that it would have been obvious to nodify the Puste
cover to include sane and belie the appellant’s contention

(see pages 21 through 28 in the main brief) that the proposed
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reference conbi nati ons are founded on i nperm ssi bl e hindsight.

Finally, we shall not sustain the standing 35 U.S.C. 8§
103 rejection of clainms 1 through 11 and 13 through 26 under
35 U.S.C. §8 103 as being unpatentable over Hrsch in view of
Zaruba, Wetzel, Johnson, Puste, Anglin, Bardin, Msgoffian and
Henri ch.

This rejection rests on the basic conbination of Hirsch,
Zaruba, Wetzel and Johnson.

Hirsch discl oses a basketball backboard set 10 conpri sing
a backboard 12 and a hoop 14.

Zar uba di scl oses a basketball gane 11 which includes a
backboard 13 “to which is attached a |am nated full col or
overlie 15 which may contain an illustration of a fanous
basketbal |l player along with a trademark indicating the source
of the game” (columm 1, lines 61 through 64).

Wet zel discloses a basketball backboard structure 2
having a protective bunper structure 6 renovably attached to

its bottom and | ower side edges.
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Johnson di scl oses “a sign body [6] bearing original
di splay matter [18] of a nore or |ess permanent character and
a flexible covering [19] bearing new display matter [20] of a
speci al or seasonal inport which is adapted to fit upon the
sign body to superpose the new di splay matter upon the
original display matter” (page 1, colum 1, lines 3 through
8) .

The exam ner has concluded that it would have been
obvious to one of ordinary skill in the art in view of the
t eachi ngs of Zaruba, Wetzel and Johnson to “provide Hirsch
with a renovabl e cover carrying indicia and neans to renovably
secure it to the backboard to permt changing the cover and
indicia fromtinme to tinme” (answer, page 5). G ven the
di sparate natures of the Hirsch, Zaruba, Wtzel and Johnson
di scl osures, however, it is apparent that the exam ner has
engaged in an inperm ssible hindsight reconstruction of the
appellant’s invention by using the clains as a blueprint to
pi ck and choose from anong isol ated di scl osures in the prior
art, a flaw which is not cured by the additional application

of Puste, Anglin, Bardin, Msgoffian and Henrich.
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In sutmary and for the above reasons,

t he deci sion of the

examner to reject clains 1 through 11 and 13 through 26 is

affirmed with respect to clains 1 through 11 and reversed with

respect to clains 13 through 26.

AFFI RVED- | N- PART

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

JOHN P. McQUADE
Adm ni strative Patent Judge

JEFFREY V. NASE
Adm ni strative Patent Judge
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